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It is the general rule under United States patent law that no infringe-
ment occurs when a patented product is made and sold in another
country. There is an exception. Section 271(f) of the Patent Act,
adopted in 1984, provides that infringement does occur when one
“suppl[ies] ... from the United States,” for “combination” abroad, a
patented invention’s “components.” 35 U. S. C. §271(f)(1). This case
concerns the applicability of §271(f) to computer software first sent
from the United States to a foreign manufacturer on a master disk,
or by electronic transmission, then copied by the foreign recipient for
installation on computers made and sold abroad.

AT&T holds a patent on a computer used to digitally encode and
compress recorded speech. Microsoft’s Windows operating system
has the potential to infringe that patent because Windows incorpo-
rates software code that, when installed, enables a computer to proc-
ess speech in the manner claimed by the patent. Microsoft sells Win-
dows to foreign manufacturers who install the software onto the
computers they sell. Microsoft sends each manufacturer a master
version of Windows, either on a disk or via encrypted electronic
transmission, which the manufacturer uses to generate copies. Those
copies, not the master version sent by Microsoft, are installed on the
foreign manufacturer’s computers. The foreign-made computers are
then sold to users abroad.

AT&T filed an infringement suit charging Microsoft with liability
for the foreign installations of Windows. By sending Windows to for-
eign manufacturers, AT&T contended, Microsoft “supplie[d] . . . from
the United States,” for “combination” abroad, “components” of
AT&T’s patented speech-processing computer, and, accordingly, was
liable under §271(f). Microsoft responded that unincorporated soft-



2 MICROSOFT CORP. v. AT&T CORP.

Syllabus

ware, because it is intangible information, cannot be typed a “compo-
nent” of an invention under §271(f). Microsoft also urged that the
foreign-generated copies of Windows actually installed abroad were
not “supplie[d] ... from the United States.” Rejecting these re-
sponses, the District Court held Microsoft liable under §271(f), and a
divided Federal Circuit panel affirmed.

Held: Because Microsoft does not export from the United States the
copies of Windows installed on the foreign-made computers in ques-
tion, Microsoft does not “suppl[y] ... from the United States” “com-
ponents” of those computers, and therefore is not liable under §271(f)
as currently written. Pp. 7-19.

(a) A copy of Windows, not Windows in the abstract, qualifies as a
“component” under §271(f). Section 271(f) attaches liability to the
supply abroad of the “components of a patented invention, where
such components are uncombined in whole or in part, in such manner
as to actively induce the combination of such components.” §271(f)(1)
(emphasis added). The provision thus applies only to “such compo-
nents” as are combined to form the “patented invention” at issue—
here, AT&T’s speech-processing computer. Until expressed as a com-
puter-readable “copy,” e.g., on a CD-ROM, Windows—indeed any
software detached from an activating medium—remains uncom-
binable. It cannot be inserted into a CD-ROM drive or downloaded
from the Internet; it cannot be installed or executed on a computer.
Abstract software code is an idea without physical embodiment, and
as such, it does not match §271(f)’s categorization: “components”
amenable to “combination.” Windows abstracted from a tangible copy
no doubt is information—a detailed set of instructions—and thus
might be compared to a blueprint (or anything else containing design
information). A blueprint may contain precise instructions for the
construction and combination of the components of a patented device,
but it is not itself a combinable component.

The fact that it is easy to encode software’s instructions onto a com-
puter-readable medium does not counsel a different answer. The
copy-producing step is what renders software a usable, combinable
part of a computer; easy or not, the extra step is essential. Moreover,
many tools may be used easily and inexpensively to generate the
parts of a device. Those tools are not, however, “components” of the
devices in which the parts are incorporated, at least not under any
ordinary understanding of the term “component.” Congress might
have included within §271(f)’s compass, for example, not only a pat-
ented invention’s combinable “components,” but also “information, in-
structions, or tools from which those components readily may be gen-
erated.” It did not. Pp. 9-12.

(b) Microsoft did not “suppl[y] . . . from the United States” the for-
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eign-made copies of Windows installed on the computers here in-
volved. Under a conventional reading of §271(f)’s text, those copies
were “supplie[d]” from outside the United States. The Federal Cir-
cuit majority concluded, however, that for software components, the
act of copying is subsumed in the act of supplying. A master sent
abroad, the majority observed, differs not at all from exact copies,
generated easily, inexpensively, and swiftly from the master. Hence,
sending a single copy of software abroad with the intent that it be
replicated invokes §271(f) liability for the foreign-made copies. Judge
Rader, dissenting, noted that “supplying” is ordinarily understood to
mean an activity separate and distinct from any subsequent “copy-
ing,” “replicating,” or “reproducing”—in effect, manufacturing. He
further observed that the only true difference between software com-
ponents and physical components of other patented inventions is that
copies of software are easier to make and transport. But nothing in
§271(f)’s text, Judge Rader maintained, renders ease of copying a
relevant, no less decisive, factor in triggering liability for infringe-
ment. The Court agrees. Under §271(f)’s text, the very components
supplied from the United States, and not foreign-made copies thereof,
trigger liability when combined abroad to form the patented inven-
tion at issue. While copying software abroad is indeed easy and in-
expensive, the same can be said of other items, such as keys copied
from a master. Section 271(f) contains no instruction to gauge when
duplication is easy and cheap enough to deem a copy in fact made
abroad nevertheless “supplie[d] . . . from the United States.” The ab-
sence of anything addressing copying in the statutory text weighs
against a judicial determination that replication abroad of a master
dispatched from the United States “supplies” the foreign-made copies
from this country. Pp. 12-14.

(c) Any doubt that Microsoft’s conduct falls outside §271(f)’s com-
pass would be resolved by the presumption against extraterritorial-
ity. Foreign conduct is generally the domain of foreign law, and in
the patent area, that law may embody different policy judgments
about the relative rights of inventors, competitors, and the public.
Applied here, the presumption tugs strongly against construing
§271(f) to encompass as a “component” not only a physical copy of
software, but also software’s intangible code, and to render “sup-
plie[d] ... from the United States” not only exported copies of soft-
ware, but also duplicates made abroad. Foreign law alone, not
United States law, currently governs the manufacture and sale of
components of patented inventions in foreign countries. If AT&T de-
sires to prevent copying abroad, its remedy lies in obtaining and en-
forcing foreign patents. Pp. 14-16.

(d) While reading §271(f) to exclude from coverage foreign-made
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copies of software may create a “loophole” in favor of software mak-
ers, the Court is not persuaded that dynamic judicial interpretation
of §271(f) is in order; the “loophole” is properly left for Congress to
consider, and to close if it finds such action warranted. Section 271(f)
was a direct response to a gap in U. S. patent law revealed by Deep-
south Packing Co. v. Laitram Corp., 406 U. S. 518, where the items
exported were kits containing all the physical, readily assemblable
parts of a machine (not an intangible set of instructions), and those
parts themselves (not foreign-made copies of them) would be com-
bined abroad by foreign buyers. Having attended to that gap, Con-
gress did not address other arguable gaps, such as the loophole AT&T
describes. Given the expanded extraterritorial thrust AT&T’s read-
ing of §271(f) entails, the patent-protective determination AT&T
seeks must be left to Congress. Cf. Sony Corp. of America v. Univer-
sal City Studios, Inc., 464 U.S. 417, 431. Congress is doubtless
aware of the ease with which electronic media such as software can
be copied, and has not left the matter untouched. See the Digital
Millennium Copyright Act, 17 U. S. C. §1201 et seq. If patent law is
to be adjusted better to account for the realities of software distribu-
tion, the alteration should be made after focused legislative consid-
eration, not by the Judiciary forecasting Congress’ likely disposition.
Pp. 17-19.

414 F. 3d 1366, reversed.

GINSBURG, d., delivered the opinion of the Court, except as to footnote
14. ScALIA, KENNEDY, and SOUTER, JJ., joined that opinion in full.
ALITO, J., filed an opinion concurring as to all but footnote 14, in which
THOMAS and BREYER, JdJ., joined. STEVENS, dJ., filed a dissenting opin-
ion. ROBERTS, C. J., took no part in the consideration or decision of the
case.



